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REMARKS 

At the outset, applicants thank Examiner Ghali and 
Examiner Venkat for their time and consideration of the present 
application at the interview with Bruno Quenon, Veronique 
Thelliez, Didier Boulinguiez, Gaelle Bourout, Andrew Patch and 
Philip DuBois. 

Claims 19-37 are pending in the present application. 
Claim 19 has been amended to address a formal matter and to 
recite that step a) is maintained for 2-5 minutes. Support for 
the changes to claim 19 may be found in the specification at pg . 
15, lines 1-5. 

Claims 31-37 recite compositions. While claims 31-37 
are new claims, the claimed composition has been examined and 
considered throughout the prosecution of the present application. 
The previous Examiner indicated in a telephone conversation on 
November 4, 2005 that the pending^method claims were allowable. 
Applicants canceled the composition claims in the amendment of 
February 2, 2 006 with the expectation of receiving a Notice of 
Allowance and then filing a divisional application to further 
pursue the product claims. However, as the Patent Office 
maintained the obviousness rejection of the method claims, it 
follows that the composition claims should be entered and fully 
considered at this time. 
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Claims 19-24 were rejected under 35 USC 103(a) as 
allegedly being unpatentable over U.S. 4,454,161. This rejection 
is respectfully traversed. 

As to claims 19-24, the '161 patent neither discloses 
nor suggests treating a starch or starch derivative with the 
time, temperature, and pressure conditions recited in step a) of 
independent claim 19. The conditions recited in step a) of claim 
19 provide that the recited starch or starch derivatives are 
subjected to a relatively high temperature and pressure for a 
relatively short duration. 

The '161 patent directly treats an amylaceous substance 
with a branching enzyme, or heats the amylaceous substance prior 
to the enzymatic treatment to effect the gelatinization and 
branching of the amylaceous substance, (see column 1, line 50 to 

column 2 , line 20) . 

Conventional gelatinization conditions use milder 
conditions than those recited in step a) of claim 19. For 
example, to gelatinize waxy maize starch, the temperature is 
generally kept below 92° Celsius, the pressure is typically 
atmospheric, and the temperature is slowly raised to 
progressively reach the gelatinization temperature of the starch. 
Thus, the conditions in the '161 patent stand in contrast to 
those recited in claim 19. 

As the '161 patent fails to disclose or suggest the 
recited time, temperature and pressure conditions recited in 
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claim 19, it follows that the x 161 patent must produce a 
composition different from that recited in claims. 31-37. In 
particular, there is no disclosure either express or inherent, 
of a composition having the recited amount of a-1, 6 glucosidic 
bonds or the 1, 6 molecular weight distribution as recited in 
independent claim 31. 

In view of the above, it is believed to be apparent 
that the '161 patent fails to anticipate or render obvious any of 
claims 19-24 and 31-37. 

At the interview, the Examiners also invited applicant 
to address how the specification defines the scope for "starch 
derivatives" and avoids issues under 35 USC 112, first and second 
paragraphs. Applicant notes in response that the term "starch 
derivatives' 7 is a term having a well-established meaning in the 
art. As evidence, applicants firstly submit with the present 
amendment an entire chapter dedicated to starch derivatives from 
a starch textbook. That material plainly shows that the term has 
an art-recognized meaning of involving substances derived from 
starches that nonetheless maintain characteristics of starches. 
The term is broader than modified starches, but includes such 
substances . 

Additionally, a review of the United States Patent and 
Trademark Office database shows that fully 352 U.S. pate nts 
issued since 1976 utilize the term "starch derivative" in their 
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claims. In this regard, the Examiners are respectfully reminded 
that, under MPEP §1701, office personnel are forbidden to express 
negative opinions as to the validity of issued patents, except in 
limited circumstances not present here. And while each case must 
surely stand on its own facts, it is believed to be quite 
apparent that any new ground of rejection that would implicitly 
and necessarily call into question the validity of such a large 
proportion of the USPTO work product, would be altogether 
unwarranted. Indeed, the term "starch derivatives" has never 
been objected to previously during the protracted prosecution of 
this application, and, in light of the evidence discussed above, 
no basis is seen for a belated objection at this stage, which 
objection would be inconsistent with the usage of the term in the 
art and further inconsistent with the USPTO' s own longstanding 
practice. Thus, it is believed to be apparent that the term does 
not raise any issues under 35 USC 112, first or second 
paragraphs . 

In view of the present amendment and foregoing Remarks, 
therefore, applicants believe that the present application is in 
condition for allowance at the time of the next Official Action. 
Allowance and passage to issue on that basis is respectfully 
requested . 

The Commissioner is hereby authorized in this, 
. concurrent, and future replies, to charge payment or credit any 
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overpayment to Deposit Account No. 25-0120 for any additional 
fees required under 37 C.F.R. § 1-16 or under 37 C.F.R. § 1.17. 

Respectfully submitted, 

YOUNG & THOMPSON 



AJP/fb 



Andrew J. Pab<*h, Reg. No. 
745 South 23 rd Street 
Arlington, VA 22202 
Telephone (-703) 521-2297 
Telefax (703) 685-0573 
(703) 979-4709 



32, 925 
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APPENDIX : 

- Rutenberg et al., Starch Derivatives: Production and Uses 
Staroh: Chemistry and Technology , Chapter X, Second Edition, 
1984, Academic Press, Inc., ed. Whistler et al . 
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